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Response to Arguments 

1 . Applicant's arguments, see pages 1 0-1 2, filed April 21 , 2005, with respect to the 
rejection(s)of claim(s) 1 under U.S. Patent No. 5675421 to Ouchi in view of U.S. Patent 
No. 4638368 to Shimizu and claims 7-8 under U.S. Patent No. 5675421 to Ouchi in 
view of U.S. Patent No. 6434343 to Kobayashi and claim 10 under U.S. Patent No. 
5675421 to Ouchi in view of U.S. Patent No. 6414759 to Ikegami have been fully 
considered and are persuasive. Therefore, the rejection has been withdrawn. 
However, upon further consideration, a new ground(s) of rejection is made in view of 
JP401318456A to Fukuda and U.S. Patent No. 5555104 to Todaka. 

Claim Rejections - 35 USC §112 

2. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

3. Claims 1, 4, 7, 8, 9, 10, 1 1 are rejected under 35 U.S.C. 112, second paragraph, 
as being indefinite for failing to particularly point out and distinctly claim the subject 
matter which applicant regards as the invention. 

4. Claims 1, 7, 8, and 10 recites the limitation "the circuit" in line 2. There is 
insufficient antecedent basis for this limitation in the claim. 

5. Claims 1, 7, 8, and 10 recites the limitation "the image data" and "the recording 
medium" in line 4, 5, 5, and 5 respectively. There is insufficient antecedent basis for 
this limitation in the claim. 
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6. Claims 7 and 8 recites the limitation "the functions" in line 7. There is insufficient 
antecedent basis for this limitation in the claim. 

7. Claim 10 recites the limitation "the melody" in line 7. There is insufficient 
antecedent basis for this limitation in the claim. 

8. Claims 4 and 1 1 recites the limitation "the setting of the setting means" in line 3 
and lines 2-3 respectively. There is insufficient antecedent basis for this limitation in the 
claim. 

9. Claim 9 recites the limitations "the message", "the facsimile transmission", and 
"the telephone" in line 2. There is insufficient antecedent basis for this limitation in the 
claim. 

Claim Rejections - 35 USC § 102 

10. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

1 1 . Claim 1 0 is rejected under 35 U.S.C. 1 02(b) as being anticipated by 
JP401318456A to Fukuda. 

Regarding claim 10, Fukuda disclose a communication terminal comprising: 
a network control unit for closing and releasing the circuit (page 7, lines 13-14, 
reference 233); 
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an operating key for making the network control unit release the circuit (It would be 
inherent that a hook key which reads on operating key is used to release the circuit of 
the facsimile system of Fukuda (page 7, lines 12-13)); 

a speaker (Since Fukuda discloses an alarm system it would be inherent that there is a 
speaker to output the alarm (page 7, lines 15-16)); 

a recording unit for recording the image data in the recording medium (page 7, line 10, 
reference 215); and 

a control unit which refuses an incoming call by maintaining the state of closing the 
circuit with the network control unit and outputs the melody which indicates the closing 
of the circuit, from the speaker, in the case the recording unit fails to operate (page 7, 
lines 15-16; page 8, lines 18-21, reference 231 ; page 8, lines 15-17). 



Claim Rejections - 35 USC § 103 

12. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

13. Claims 1 and 18 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
JP401318456A to Fukuda in view of U.S. Patent No. 4638368 to Shimizu et al. 

Regarding claim 1, Fukuda discloses a communication terminal comprising: 
a network control unit for closing and releasing the circuit (page 7, lines 13-14, 
reference 233); 
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an operating key for making the network control unit release the circuit (It would be 
inherent that a hook key which reads on operating key is used to release the circuit of 
the facsimile system of Fukuda (page 7, lines 12-13)); 

a recording unit for recording the image data in the recording medium (page 7, line 10, 
reference 215); 

a control unit which refuses an incoming call by maintaining the state of closing the 
circuit with the network control unit (page 7, lines 15-16; page 8, lines 18-21, reference 
231). However Fukuda does not disclose a control unit that invalidates the operation 
and input of the said operating key in the case the recording unit fails to operate. 

Shimizu et al disclose a communication apparatus that invalidates the operation 
and input of the said operating key in the case the recording unit fails to operate 
(column 6, lines 33-42). 

Fukuda and Shimizu et al are combinable because they are in the similar 
problem area of facsimile transmission. 

At the time of the invention, it would have been obvious to a person of ordinary 
skill in the art to combine invalidation of operating key taught by Shimizu et al and the 
facsimile system of Fukuda to implement invalidation of operating key used for releasing 
the circuit during recording unit failure. 

The motivation to combine the reference is clear because during recording 
failure it would be advantageous to prevent user from interfering with the operation of 
the facsimile machine so that the facsimile machine can recover from the failure 
(Shimizu et al: column 6, lines 33-37). 
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Regarding claim 18, Fukuda in view of Shimizu et al teach all the limitations of 
claim 1. Further Fukuda disclose a communication terminal according to claim 1 
characterized in that the operating key for releasing the circuit is a hook key (page 7, 
lines 12-13). 

14. Claims 2, 3, 5, and 6 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over JP401318456A to Fukuda in view of U.S. Patent No. 4638368 to Shimizu et al 
further in view of U.S. Patent No. 5555104 to Todaka. 

Regarding claim 2, Fukuda in view of Shimizu et al teach all the limitations of 
claim 1 . However Fukuda in view of Shimizu et al does not disclose a communication 
terminal according to claim 1 comprising: an informing means for informing the fact that 
the operation of the said operating key is invalid. 

Todaka discloses a communication terminal according to claim 1 comprising: an 
informing means for informing the fact that the operation of the said operating key is 
invalid (column 3, lines 27-30; column 4, lines 11-15, lines 1 5-23). 

Fukuda, Shimizu et al, and Todaka are combinable because they are in the 
similar problem area of facsimile transmission. 

At the time of the invention, it would have been obvious to a person of ordinary 
skill in the art to combine the informing apparatus of Todaka with the system of Fukuda 
in view of Shimizu et al to implement informing device for the status of the operating 
key. 

The motivation to combine the reference is clear because a user needs to know 
the status of an operating key through the use of an informing device. 
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Regarding claim 3, Fukuda in view of Shimizu et al further in view of Todaka 
teach all the limitations of claim 2. Further Todaka disclose a communication terminal 
according to claim 2 characterized in that the fact that the operation is invalid is 
informed when the operating key is operated (column 5, lines 53-67). 

Regarding claim 5, Fukuda in view of Shimizu et al teach all the limitations of 
claim 3. Further Shimizu et al disclose a communication terminal according to claim 3 
characterized in that the informing means is a buzzer (column 6, lines 15-20). 

Regarding claim 6, Fukuda in view of Shimizu et al teach all the limitations of 
claim 3. Further Shimizu et al disclose a communication terminal according to claim 3 
characterized in that the informing means is the display (column 4, lines 37-40). 
15. Claim 1 1 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
JP401318456A to Fukuda in view of U.S. Patent No. 6414759 to Ikegami et al. 

Regarding claim 11, Fukuda teach all the limitations of claim 10. However Fukuda 
does not disclose a communication terminal characterized in that the control unit 
outputs from the speaker the said melody based on the setting of the setting means, 
further comprising: a setting means for setting whether or not the melody which 
indicates the closing of the circuit, to be output 

Ikegami et al disclose a communication terminal characterized in that the control 
unit outputs from the speaker the said melody based on the setting of the setting 
means, further comprising: a setting means for setting whether or not the melody which 
indicates the closing of the circuit, to be output (column 3, lines 41-46, Since Ikegami et 
al disclose that the user has option to be notified of a disconnection either by display, 
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alarm sound or voice, Ikegami et al implies an option for setting the method of 
notification. ). 

Fukuda and Ikegami et al are combinable because they are in the similar 
problem area of facsimile transmission. 

At the time of the invention, it would have been obvious to a person of ordinary 
skill in the art to combine the melody setting of Ikegami et al with the system of Fukuda 
to implement setting for melody for the closing of a circuit. 

The motivation to combine the reference is clear because a user has option for 
the method of notification of a closing of the circuit. 

16. Claims 14 and 4 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
JP401318456A to Fukuda in view of U.S. Patent No. 4638368 to Shimizu et al further in 
view of U.S. Patent No. 5675421 to Ouchi. 

Regarding claim 14, Fukuda in view of Shimizu et al teach all the limitations of 
claim 1 . However Fukuda in view of Shimizu et al does not disclose a communication 
terminal according to claim 1 characterized in that the control unit maintains the state of 
closing the circuit with the network control unit when the recording unit fails to operate 
and a image memory is overflowed, comprising: said image memory. 

Ouchi discloses a communication terminal according to claim 1 characterized in 
that the control unit maintains the state of closing the circuit with the network control unit 
when the recording unit fails to operate and a image memory is overflowed, comprising: 
said image memory (column 11, lines 21-27). 
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Fukuda, Shimizu et al, and Ouchi are combinable because they are in the similar 
problem area of facsimile transmission. 

At the time of the invention, it would have been obvious to a person of ordinary 
skill in the art to combine the communication terminal of Ouchi with the system of 
Fukuda in view of Shimizu et al to implement closing of circuit when recording unit fails 
and image memory is full. 

The motivation to combine the reference is clear because when recording unit 
fails and image memory is full the facsimile needs to be shut down since either 
recording unit or image memory is needed to receive data. 

Regarding claim 4, Fukuda in view of Shimizu et al teach all the limitations of 
claim 1 . Further Ouchi disclose a communication terminal characterized in that the 
control unit makes the network control unit close the circuit according to the setting of 
the setting means in the case the recording unit fails to operate comprising: a setting 
means for setting whether or not the circuit is to be closed when the recording unit fails 
to operate (column 6, lines 40-57; The remote operation mode turned off determines 
setting of closing the circuit when recording and memory unit fails.). 
17. Claims 7, 8, and 9 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over JP401318456A to Fukuda in view of U.S. Patent No. 6434343 to Kobayashi et al. 

Regarding claims 7 and 8, Fukuda discloses a communication terminal 
comprising: 

a network control unit for closing and releasing the circuit (page 7, lines 13-14, 
reference 233); 
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an operating key for making the network control unit release the circuit(lt would be 
inherent that a hook key which reads on operating key is used to release the circuit of 
the facsimile system of Fukuda (page 7, lines 12-13)); 

a recording unit for recording the image data in the recording medium (page 7, line 10, 
reference 215); and 

a control unit which refuses an incoming call by maintaining the state of closing the 
circuit with the network control unit (page 7, lines 15-16; page 8, lines 18-21, reference 
231 ). However Fukuda does not disclose an informing unit or a display unit for informing 
or displaying the functions capable of being used on the informing/display unit, in the 
case the recording unit fails to operate. 

Kobayashi et al disclose an informing unit/display unit (column 10, lines 26- 
31 ) for informing or displaying the functions capable of being used on the 
informing/display unit in the case the recording unit fails to operate (column 11, lines 31- 
40). 

Fukuda and Kobayashi et al are combinable because they are in the similar 
problem area of facsimile transmission. 

At the time of the invention, it would have been obvious to a person of ordinary 
skill in the art to combine the informing unit/display of Kobayashi et al with the system of 
Fukuda to implement display of functions capable of being used. 

The motivation to combine the reference is clear because a user needs to know 
the status of the communication terminal before use (Kobayashi et al: column 1 1 , lines 
31-40). 
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Regarding claim 9, Fukuda in view of Kobayashi et al teach all the limitations of 
claim 8. Further Kobayashi et al disclose a communication terminal according to claim 8 
characterized in that the message which indicates that the facsimile transmission or the 
telephone is capable of being carried out, is displayed (column 13, lines 30-32). 
18. Claims 15 and 16 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over JP401318456A to Fukuda in view of U.S. Patent No. 6434343 to Kobayashi et al 
further in view of U.S. Patent No. 5675421 to Ouchi. 

Regarding claims 15 and 16, Fukuda in view of Kobayashi et al teach all the 
limitations of claims 7 and 8 respectively. However Fukuda in view of Kobayashi et al 
does not disclose a communication terminal characterized in that the control unit 
maintains the state of closing the circuit with the network control unit when the recording 
unit fails to operate and a image memory is overflowed, comprising said image memory. 

Ouchi disclose a communication terminal characterized in that the control unit 
maintains the state of closing the circuit with the network control unit when the recording 
unit fails to operate and a image memory is overflowed, comprising said image memory 
(column 11, lines 21-27). 

Fukuda, Kobayashi et al, and Ouchi are combinable because they are in the 
similar problem area of facsimile transmission. 

At the time of the invention, it would have been obvious to a person of ordinary 
skill in the art to combine the closing of circuit when recording unit fails and image 
memory is full as taught by Ouchi with the system of Fukuda in view of Kobayashi et al. 



Application/Control Number: 09/943,219 Page 12 

Art Unit: 2626 

The motivation to combine the reference is clear because when recording unit 
fails and image memory is full the facsimile needs to be shut down since either 
recording unit or image memory is needed to receive data. 
19. Claim 12 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
JP401318456A to Fukuda in view of U.S. Patent No. 6434343 to Kobayashi et al further 
in view of U.S. Patent No. 6701095 to Fujimoto et al. 

Regarding claim 12, Fukuda in view of Kobayashi et al teach all the limitations of 
claim 7. However Fukuda in view of Kobayashi et al does not disclose a communication 
terminal according to claim 7 characterized in that the functions capable of being used 
is informed in a voice message. 

Fujimoto et al disclose a communication terminal characterized in that the 
functions capable of being used is informed in a voice message (column 31, lines 53- 
67). 

Fukuda, Kobayashi et al, and Fujimoto et al are combinable because they are in 
the similar problem area of facsimile transmission. 

At the time of the invention, it would have been obvious to a person of ordinary 
skill in the art to combine the voice messaging of capable functions of Fujimoto et al 
with the system of Fukuda in view of Kobayashi et al to enable users to hear messages 
related to the functions of the facsimile device. 

The motivation to combine the reference is clear because voice message 
provides an alternative to informing users of the status of a facsimile machine. 
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20. Claim 17 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
JP401318456A to Fukuda in view of U.S. Patent No. 5675421 to Ouchi. 

Regarding claim 17, Fukuda teaches all the limitations of claim 10. Fukuda 
discloses a communication terminal according to claim 10 characterized in that the 
control unit maintains the state of closing the circuit with the network control unit when 
the recording unit fails to operate. However Fukuda does not disclose a communication 
terminal according to claim 10 characterized in that the control unit maintains the state 
of closing the circuit with the network control unit when an image memory is overflowed, 
comprising: said image memory 

Ouchi disclose a communication terminal characterized in that the control unit 
maintains the state of closing the circuit with the network control unit when an image 
memory is overflowed, comprising: said image memory (column 11, lines 21-27). 

Fukuda and Ouchi are combinable because they are in the similar problem area 
of facsimile transmission. 

At the time of the invention, it would have been obvious to a person of ordinary 
skill in the art to combine the closing of the circuit as taught by Ouchi with the facsimile 
system of Fukuda to implement circuit closing during memory full and when recording 
unit fails. 

The motivation to combine the reference is clear because when recording unit 
fails and image memory is full the facsimile needs to be shut down since either 
recording unit or image memory is needed to receive data. 
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21. Claim 13 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
JP401318456A to Fukuda in view of U.S. Patent No. 6414759 to Ikegami et al further in 
view of U.S. Patent No. 6728534 to Izumi et al. 

Regarding claim 13, Fukuda in view of Ikegami et al teach all the limitations of 
claim 1 1 . However Fukuda in view of Ikegami et al does not disclose a communication 
terminal according to claim 1 1 characterized in that the circuit closing melody of which is 
different from the melody of the holding melody output when holding a telephone 
conversation, is output from the speaker. 

Izumi et al disclose holding melody generator (Figure 2, reference 216) that 
generates melody during holding (column 9, lines 14-24). In combination with the 
system of Ikegami et al, the closing melody as set in Ikegami et al (for example using a 
voice) can be set differently than the holding melody as set by Izumi et al. 

Fukuda, Ikegami et al, Izumi et al are combinable because they are in the 
similar problem area of facsimile transmission. 

At the time of the invention, it would have been obvious to a person of ordinary 
skill in the art to combine the holding melody of Izumi et al with the facsimile system of 
Fukuda in view of Ikegami et al to implement different melody output during circuit 
closing and holding. 

The motivation to combine the reference is clear because different melodies are 
necessary to inform user of different events. 
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Other Prior Art Cited 

22. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

U.S. Patent No. 5719619 to Hattori et al disclose bidirectional broadcasting 
method. 

U.S. Patent No. 5128985 to Yoshida et al disclose communication system. 
U.S. Patent No. 5778279 to Kawai et al disclose image forming apparatus. 
U.S. Patent No. 6055067 to Matsuda et al disclose image processor with 
facsimile function. 

U.S. Patent No. 6141695 to Sekiguchi et al disclose communication apparatus. 
U.S. Patent No. 4920427 to Hirata disclose facsimile apparatus. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Beniyam Menberu whose telephone number is (571) 
272-7465. The examiner can normally be reached on 8:00AM-4:30PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Kimberly Williams can be reached on (571 ) 272-7471 . The fax phone 
number for the organization where this application or proceeding is assigned is 703- 
872-9306. 
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Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the customer service office whose telephone number 
is (571) 272-2600. The group receptionist number for TC 2600 is (571) 272-2600. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. 

For more information about the PAIR system, see <http://pair-direct.uspto.gov/> . 
Should you have questions on access to the Private PAIR system, contact the 
Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

Patent Examiner / ^ 



08/05/2005 



Beniyam Menberu 





